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Appendix IX:
Patents

A. Definitions
1. Patentability
Under federal patent law, an invention must pass the following four tests in order to be
patentable:
a. The invention must fall into one of the five statutory classes: 1.) processes; 2.)
machines; 3.) manufactures (objects made by humans or machines); 4.)
compositions of matter; and 5.) new uses of any of the above. 35 U.S.C. §101.
b. The invention must be useful. §101.
It must be novel. §102.
d. The invention must be “nonobvious” to “a person having ordinary skill in the art to
which said subject matter pertains.” §103.
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2. Patent Rights
Subject to the provisions of the patent law, patents “have the attributes of personal
property.” They are assignable by an instrument in writing. 8261. Whoever without
authority “makes, uses, offers to sell, or sells any patented invention...during the term of
the patent therefore, infringes the patent.” Patent owners are entitled to relief from such
infringement. §271.

3. Sponsored Research Agreement
Any sponsored research grant, contract, fellowship, or other special arrangement to fund
research by third parties.

B. Applicability
This Appendix applies to all inventions or discoveries which are conceived or reduced to practice, at
least in significant part, by faculty of the University under circumstances described in Section 1V of
this Appendix. Such inventions or improvements will be referred to as University inventions.

C. Disclosure of Inventions
As soon as reasonably possible in each case, all University inventions shall be disclosed in writing to
the Director of Research, using a Disclosure of Invention Form. The Director of Research or the
Director of Research Services should be kept fully informed in writing of the progress and results of
all research and development work done with respect to such inventions. The Director of Research,
the inventor's(s") Dean(s



http://academic.scranton.edu/department/ors/invtform.doc
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The University shall disclose to the inventor (s) how net income was determined for each invention.

In the event the inventor(s) do not agree with the decision of the Director of Research having to do
with ownership or disposition of or income from an invention, the inventor(s) may ask the Faculty
Research Committee to review the decision. Within fourteen days after it is asked to review the
decision, the Faculty Research Committee shall review all information submitted to it by the inventor
and by ORS and shall make its recommendation concerning the disputed decision to the
Provost/VPAA who shall make the final decision.

With regard to inventors who are full-time faculty members, this dispute resolution procedure is not
intended to and does not supersede any grievance or other procedure contained in the Faculty
Handbook. 1f a dispute is not resolved under this procedure to the satisfaction of the faculty member
involved, the faculty member may then proceed to use any procedures available in the collective
bargaining agreement.



